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Abstract

The paper looks at improving the judicial system in Russia facing the rapid
technological change of modern society in which new relationships are largely
associated with different areas of intellectual property. Today biotechnology, digital
rights, computer programs and scientific research materials have become widely
used in civil circulation and their intellectual property rights should be effectively
protected. The paper discusses different issues of protecting intellectual rights
provided for by the Civil Code of the Russian Federation, aimed at both suppressing
and preventing their infringement, and assesses the statistical indicators of the
courts. The practice of the Intellectual Property Rights Court and the Moscow City
Court shows that specialization yields positive results. The selection of judges, their
professional development including their distinctive competencies in addition to
legal ones, also help to find effective ways of resolving intellectual property disputes.
With the protection of intellectual property rights being of great concern not only
in Russia, but also in most developed countries of the world, their experience has
also been thoroughly analyzed. The paper suggests a possible way of improving
the judicial system under the current circumstances. Certain changes in the judicial
system and the creation of additional specialized intellectual property courts could
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help to ensure an affordable, legitimate and effective mechanism for resolving
disputes related to the violation of intellectual property rights.
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Intellectual property in modern societies is a key driver of its economic,
social and cultural development. The introduction of the new technologies
creates complex networks of social relations. There are intense discussions
underway about legal regulation of relations in the field of artificial intel-
ligence; experimental legal acts are being adopted'. The transition from the
traditional civil law relations, pivoted on the notions of a material object
and obligation to the novel and much more complex relations based on
such ideas as human impact on complex biological objects [Vasiliev S.A.,
et al, 2017: 71], digital technologies, etc., generates a previously unknown
type of relations.

What is important is that these new relations, in one way or another,
involve the use of intellectual property (IP). For instance, in telecommu-
nication networks, items protected by copyright and related rights account
for more than 80% of the content. Software programs for electronic com-
puting machines are the main instrument used across the entire spectrum
of disciplines by researchers today [Schwab K., 2018: 31-46]. So, ensuring
effective protection for copyrighted items is a most important factor for the
functioning of modern states.

! See: Federal law No. 123-FZ (April 24, 2020) “On Conducting the Experiment to
Establish a Special Regulatory Mechanism in order to Create Necessary Conditions for
Developing and Introducing Artificial Intelligence Technologies in Moscow, a Region of
the Russian Federation and a City with Federal Status, and on Introducing Amendments
to Articles 6 and 10 of Federal law ‘On Personal Data” [O provedenii eksperimenta po
ustanovleniyu spetsialnogo regulirovaniya v tselyakh sozdaniya neobkhodimykh usloviy
dlya razrabotki i vnedreniya tekhnologiy iskusstvennogo intellekta v sub’ekte Rossiyskoy
Federatsii — gorode federal'nogo znacheniya Moskve i vnesenii izmeneniy v stat’i 6 i 10
Federal'nogo zakona «O personalnykh dannykh»]. Available at: http://www.pravo.gov.ru
(accessed: 24.04.2020)
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Justice systems have to respond to the challenges brought about by the
4™ technological revolution, and this is a challenge that any developed na-
tion, no matter what its legal system is, has to face.

The Agreement on Trade-Related Aspects of Intellectual Property Rights?
(hereinafter referred to as TRIPS) obligates its signatories to have “enforce-
ment... available under their law so as to permit effective action against any
act of infringement of intellectual property rights covered by this Agreement.
At the same time, the TRIPS Agreement “does not create any obligation to put
in place a judicial system for the enforcement of intellectual property rights
distinct from that for the enforcement of law in general” (Art.41(1 and 5)).

However, although the international agreements do not obligate states
to set up specialized courts for adjudicating disputes concerning intellec-
tual property rights (IPR), a general trend to create such courts is on the
rise in the vast majority of economically developed countries.

As the weight of IP in national economies grows, there is an increas-
ingly stronger focus on the effectiveness of protection of copyright and re-
lated rights. There are certain items of intellectual property which cannot
be protected by means of self-defense, such as, for instance, technological
safeguards. Besides, due to their very nature most of copyrighted items and
identifications (except manufacturing secrets) are intended to raise pub-
lic awareness and promote goods, works and services on the market — in
other words, their open use is the norm. In view of this, there is a growing
demand for judicial protection of infringed or contested IPR, which rights,
pursuant to Art.1226 of the Civil Code of the RE, apply to protected identi-
fications and results of intellectual activity.

The Russian legislation provides for a wide range of legal remedies in
the field of IPR, intended to stop, as well as prevent, infringements thereof.
Infringements of IPR in the Russian Federation are punishable under civil,
criminal and administrative law. Depending on the character, degree of
public danger, and consequences of an infringement, IP disputes can be
treated as public or private law cases.

According to the court statistics’, the amount of court cases involving
IP-related alleged criminal and administrative offenses has been declin-

2 Agreement on Trade-Related Aspects of Intellectual Property Rights [Soglashenie
po torgovym aspektam prav intellektual’noy sobstvennosti] (Marrakesh, April 15, 1994).
A Russian-language version // SPS Garant.

* Court Statistics. The Department of Courts under the aegis of the Supreme Court
of the Russian Federation. Available at: URL: http://www.cdep.ru. (accessed: 16.11.2020)
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ing in recent years. While in 2009 the courts heard 12,511 cases of ad-
ministrative offenses covered by Art.7.12 of the Code of Administrative
Offenses and involving infringements of copyright and related rights, in-
ventors’ rights, and patent rights, in 2020 the courts heard 706 such cases;
whereas in 2009 1,631 people received criminal convictions solely on ac-
count of infringements of IP and related rights, pursuant to Art.146(2)
of the RF’s Criminal Code, in 2020, only 155 people in the RF received
criminal convictions in all proceedings related to infringements of IPR,
including patents and trademarks (Art. 146, 147, 180 of the RF’s Crim-
inal Code). The number of IP-related civil cases, meanwhile, is growing
exponentially. According to the court statistics, the overall amount of
civil cases handled both by general jurisdiction courts and arbitrazh
courts have grown from 4,056 (in 2009) to 28,350 (in 2020). Rights holders
seek not so much to punish the violators as put an end to their unlawful
doings and receive a compensation for the infringements of IP rights. This
article, therefore, is focused on civil disputes over breached or contested IP
rights.

Some international agreements — for instance, Art.33 of the Berne
Convention for the Protection of Literary and Artistic Works (Berne, Sept.
9, 1886, hereinafter referred to as the Berne Convention), Art.28 of the Par-
is Convention for the Protection of Industrial Property (Paris, March 20,
1883), Art. 30 of the Rome Convention for the Protection of Performers,
Producers of Phonograms and Broadcasting Organisations (Rome, Oct. 26,
1961) provide for an option of applying to an international court of law.
This option, however, is reserved not for economic entities whose exclu-
sive rights, covered by relevant international agreements, to copyrighted
items and identifications have been breached but for member states who
recognize such a court and only in relation to disputes over interpretation
or application of a relevant convention, if these disputes cannot be settled
by negotiation. There is no information available about any state apply-
ing to an international court during the period when the multi-lateral IP
agreements providing for this option have been in place. The foundational
multi-lateral international IP agreements — for instance, Art.5 of the Berne
Convention — assert the primacy of national protection regimes: for in-
stance, as per Art.5 of the Berne Convention, “the extent of protection [of
IPR], as well as the means of redress afforded to the author to protect his
rights, shall be governed exclusively by the laws of the country where pro-
tection is claimed,” that is the rights holder whose rights has been breached
applies to the court of the country where the infringement took place and
not to an international court.

133



Comment

The World Intellectual Property Organization (WIPO) runs an Arbitra-
tion and Mediation Center?, whose mission is to facilitate settlements of IP-
and technology-related commercial disputes between private persons. This
Center, however, is focused on mediation and the effectiveness of its deci-
sions depends on the parties’ readiness to compromise, find mutually accept-
able tradeoffs and continue their cooperation in the area of IP in the future.

The Eurasian economic space now has a new international court. Pur-
suant to the Treaty on the Eurasian Economic Union (signed on May 29,
2014, in Astana)® a Court of the EAEU was established. The court’s remit,
established in Art. 39 of the Statute of the Court of the EAEUS, is limited to
adjudicating disputes over the realization of the Treaty on the EAEU, inter-
national agreements within the EAEU, and decisions of the EAEU’s organs,
to wit, the Eurasian Economic Commission (EEC). An economic entity
may apply to the Court of the EAEU to contest an action (or inaction) of the
EEC which has a direct bearing on the entity’s rights and lawful interests,
if this action (inaction) has caused a breach of rights granted under inter-
national agreements within the EAEU, or to contest a decision of the EEC
on the grounds that it allegedly breaches the entity’s rights and does not
conform with international agreements within the EAEU. In other words,
the new international court does not consider disputes over infringements
of IPR involving economic entities from the EAEU’s member states.

In the RF cases involving the protection of infringed or contested IPR
are heard by the courts of general jurisdiction or arbitrazh courts, depend-
ing on the subject matter jurisdiction.

The Arbitrazh Court for Intellectual Property Rights occupies a spe-
cial place. The legal groundwork for the establishment and operation of
this Court was laid in federal constitutional law No. 4-FKZ (Dec.6, 2011)’,

* For more details, see WIPO Arbitration and Mediation Center. Available at: https://
www.wipo.int/amc/en/center/background.html. (accessed: 16.11.2020)

* Available at: www.pravo.gov.ru. (accessed: 16.11.2020)

¢ The Statute of the Court of the Eurasian Economic Union. Annex 2 to the Treaty on
the Eurasian Economic Union Signed on May 29, 2014. Available at: URL: https://cour-
teurasian.org/upload/iblock/b30/2 (accessed: 16.11.2020)

7 Federal Law No. 4-FKZ Dec.6, 2011 “On Introducing Amendments to Federal Con-
stitutional Law ‘On the Court System of the Russian Federation’ and federal constitutional
law ‘On Arbitration Courts in the Russian Federation’ On Occasion of the Establishment
of the Court for Intellectual Property Rights in the System of Arbitration Courts” [O vne-
senii izmeneniy v Federalnyy konstitutsionnyy zakon «O sudebnoy sisteme Rossiyskoy
Federatsii» i Federal'nyy konstitutsionnyy zakon «Ob arbitrazhnykh sudakh v Rossiyskoy
Federatsii” v svyazi s sozdaniem v sisteme arbitrazhnykh sudov Suda po intellektualnym
pravam]. Compendium of Laws of the Russian Federation. 2011. No. 50. Art. 7334.
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which introduced amendments to federal constitutional law No. 1-FKZ
(Apr.28, 1995) “On Arbitrazh Courts in the Russian Federation” and fed-
eral constitutional law No. 1-FKZ (Dec.31, 1996) “On the Court System of
the Russian Federation.”

The powers of the IP Court are set out in chapter IV.1 of federal con-
stitutional law No. 1-FKZ (Apr.28, 1995) “On Arbitration Courts in the
Russian Federation” (with amendments) and its jurisdiction mostly covers
industrial intellectual property; this Court is a specialized arbitrazh court
which hears, in its capacity as the first-instance court and the court of cas-
sation, cases concerning protection of IPR, as well as challenges of bylaws
issued by federal executive bodies in relation to patent rights, breeders’
rights, rights to topographies of integrated circuits, manufacturing secrets
(know-how), identifications of corporate entities, goods, works, services
and enterprises, and rights to use copyrighted items in technology transfers
[9. C. 80-84].

Other matters within the Court’s jurisdiction include disputes over the
grant and termination of legal protection for results of intellectual activ-
ity and items equated to them such as identifications of corporate entities,
goods, works, services and enterprises (except items protected by copy-
right and related rights, topographies of integrated circuits), as well as cases
involving identification of patent holders; cases involving invalidation of
patents for inventions, utility models and industrial designs or breeding
patents; cases involving invalidation of decisions to grant a protection title
for trademarks and appellations of origin and decisions to grant exclusive
rights to such appellations, unless a federal law provides for different in-
validation procedures; cases involving invalidation of decisions about early
termination of a protection title for trademarks on account of their disuse.

The IP Court is authorized to resolve disputes challenging special by-
laws, decisions and actions (inaction) of a federal executive organ respon-
sible for IP and a federal executive organ responsible for breeding, and of-
ficers of such organs, as well as organs authorized by the RF’s government
to review applications for patents for secret inventions. [Translator’s note:
special bylaws — nenormativnye pravovye akty: acts targeting “a small,
identifiable group for treatment that does not apply to all the members of
a given class” (from a Wikipedia article on special legislation).] The Court
hears cases involving challenges of the federal anti-monopoly organ’s deci-
sions to recognize as unfair competition actions related to acquisition of an
exclusive right to identifications of corporate entities, goods, works, ser-
vices, and enterprises.
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Beginning from 2016 the IP Court has been adjudicating disputes over nor-
mative acts, issued by federal executive organs, which contain explanations of
legal norms and concern patent rights and breeders’ rights, rights to topogra-
phies of integrated circuits, rights to manufacturing secrets (know-how), rights
to identifications of corporate entities, goods, works, and enterprises, and rights
to use copyrighted items in technology transfers (para 1.1 was introduced by
federal constitutional law No. 2-FKZ of February15, 2016).

Importantly, the mentioned types of disputes are considered by the IPR
Court irrespective of the identity of the parties to the dispute, be it orga-
nizations, sole traders or private persons. In other words, the Court has a
wider jurisdiction in relation to private persons than some arbitrazh courts.

But as for copyrighted items, the IPR Court hears them only in its ca-
pacity as the court of cassation.

Court statistics for IP-related cases heard by different courts of the RF in
2020 is provided in Tables 1-3.

Table 1
Statistics on cases heard by the RF’s IPR Court in 2020
Number of | Challenges On On early Total,
cases of normative | grantingor | termination including
legal acts terminating | of a title of other
a title protection categories
of protection | for a trade-
mark due
to its disuse
Heard 1 894 341 937
Requests 0 307 153 311
granted
Table 2
Statistics on IPR-related civil cases at the arbitrazh courts
in the RF in 2020
Number of Trademark Infringe- Patent in- Total, includ-
cases infringements| ments of fringement ing other
copyright and categories
related rights
Considered 11,549 5,528 95 25,836
Requests 9,490 4,466 45 20,898
granted
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Table 3
Statistics on IP civil cases heard by the courts
of general jurisdiction in the RF in 20208
Number of Infringe- Patent in- Protection Total
cases ments of fringements | of copyright
copyright and and/or related
related rights rights on
the Internet
(Art.26(3)
of the RF’s
Code of Civil
Procedure)
Considered 645 36 1,158 2,219
Requests 379 32 1,089 1,707
granted

The court statistics shows that the arbitrazh courts account for a major
portion (89%) of IPR civil cases in the RE This is because many disputes
arise from business and other similar transactions and from instances of
unlawful trade in goods which breach exclusive rights to copyrighted items
and identifications. Another thing to keep in mind is that the arbitrazh
courts are the forum for disputes over identifications’ and protection of
IPR the parties to which include collecting societies."” Besides, certain cat-
egories of cases — for instance, disputes over the authorship of inventions,
utility models, industrial designs, breeding patents — are the purview of
the IPR Court, which is a part of the system of arbitrazh courts.

The prospects of creating a specialized court for intellectual property —
in particular, a patent court — were discussed yet in the Soviet Union, up
until 1992-1993, when the RF adopted [Yeremenko V.I., 2012: 22] the laws

8 Report on First-Instance Hearings of Civil and Administrative Cases in the Courts
of General Jurisdiction in 2018. The Department of Courts under the aegis of the Su-
preme Court of the Russian Federation. Available at: URL: http://www.cdep.ru/index.
php?id=79&item=4891 (accessed: 16.11.2020)

° There can be exceptions such as disputes over appellations of origin of goods involv-
ing private persons (rather than corporate entities / sole traders): for instance, an artisan or
a non-Russian citizen who holds an exclusive right to use an appellation of origin in the RE
Such disputes are to be heard by a court of general jurisdiction.

10 For more detailed information about the handling of the cases by the courts of gen-
eral jurisdiction and arbitrazh courts, see the explanation of the Supreme Court of the RF
in para 3 of resolution No. 10 (Apr.23, 2019) of the Plenum of the Supreme Court of the RF
“On Application of Part IV of the Civil Code of the Russian Federation”
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on trademarks, copyright, and patents; however, the idea to set up a spe-
cialized court was not realized at that time. Instead, the RF’s lawmakers
authorized a quasi-judicial form of adjudication on matters concerning
the issuance of protection titles and the grant of exclusive rights to certain
items of intellectual property: the relevant provisions were contained in
law on patents No. 3517-1 (Sept.23, 1992) and law of the RF No. 3520-I
(Sept.23,1992) “On Trademarks, Service Marks, and Appellations of Places
of Origin of Goods.”

The growing numbers of cases involving contested IPR related to business
transactions that the arbitrazh court had to handle (for instance, 3,482 cases
in 2009 and 9,237 in 2013) was one of the factors spurring the establishment
of a specialized IPR court in the RE In order to reduce the length of proceed-
ings and enhance their effectiveness in IPR cases [Korneev V.A. 2011: 2], the
IPR Court was established and started operating on July 3, 2013.

Speaking about judicial protection of copyright and related rights, one
should not forget to highlight the Moscow City Court — it handles, inter
alia, in its capacity as the first-instance court, civil cases which concern
protection of copyright and related rights, except rights to photographs and
items that were produced by means similar to photography and published
in information and telecommunication networks, including the Internet,
and in which this court has granted injunctive relief.

The changes in technologies and in communication and data storage de-
vices used to reproduce works and copyrighted items call for new approaches
to the protection of copyright and related rights. While at the time when
the RF adopted its law No. 5351-I (July 9, 1993) “On Copyright and Related
Rights” (hereinafter referred to as the Copyright Law) works and copyrighted
items were reproduced with the use of VHS tapes, cassettes and disc records,
the early 2000s saw the advent of optical storage devices for laser-beam sys-
tems, and from 2010 on, users of items protected by copyright and related
rights, at first gradually and then en masse, have been using the information
and telecommunication networks, including the Internet.

Under Art. 48 of the Copyright Law, phonorecords and copies of works
whose manufacturing or distribution involved an infringement of copy-
right and related rights were deemed to be counterfeits. While the Copy-
right Law was in effect, the cassettes and discs were the foremost storage
devices for works and items protected by related rights, so the focus was on
police investigations aimed at discovering businesses manufacturing and
selling counterfeit goods; the effective legal remedies, accordingly, con-
sisted in shutting down facilities where counterfeit goods were manufac-
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tured and sold and in confiscating and destroying the equipment, materials
and data storage devices used by infringers of copyright and related rights.
Later the mentioned remedies against infringements of copyright and re-
lated rights became somewhat obsolete since the Internet became the space
where the majority of infringements take place.

The first step taken to put an end to unlawful use of cinematic, televised
and other audiovisual works was the adoption of Federal Law No. 187-FZ
(July 2, 2013) “On Introducing Amendments to Certain Legal Acts of the
RF With Respect To the Protection of Intellectual Property Rights in the
Information and Telecommunication Networks,” often referred to as “the
anti-piracy law,” which, beginning from Aug.1, 2013, authorized courts to
issue injunctions to protect exclusive rights to audiovisual works on the
Internet (Art.144.1 of the RF’s Code of Civil Procedure). The law prescribes
a procedure whereby courts can restrict access to films unlawfully post-
ed on (or, to put it more accurately, unlawfully brought to general notice
via) the Internet or remove such works pursuant to a rights holder’s com-
plaint. Granting preliminary injunctive relief to protect copyright and re-
lated rights on the Internet is a responsibility of the Moscow City Court.
The positive effect of the “anti-piracy law” has demonstrated the wisdom
of the decision to expand the available remedies. The next step to put an
end to unlawful use of copyrighted items on the Internet was to expand
the “judicial mechanism” to apply to all objects of copyright and related
rights which can be used on the Internet, except photographs (Federal Law
No. 364-FZ (Nov.24, 2014) “On Introducing Amendments to the Federal
Law ‘On Information, Information Technologies, and Protection of Infor-
mation’ and to the Code of Civil Procedure of the Russian Federation”).
The law also authorizes courts to block access to those sites in the Internet
on which copyrighted items were repeatedly unlawfully posted.

Despite the obvious positive effect from the conferral of additional pow-
ers on the Moscow City Court as provided by Art. 26 (3) of the RF’s Code
of Civil Procedure, one cannot fail to notice an increase in the court’s case-
load: from 446 cases in 2016 to 1,158 in 2020.

The RF is making a transition to digital economy — an environment
which reduces the lengths of time needed to spread information, makes it
possible to process large reams of data, and introduces new technologies —
and this transition opens up new opportunities for using copyrighted items
in digital formats. Given that copyrighted items and identifications are im-
material, a fair and comprehensive consideration of IPR cases, especially
cases involving digital items, requires not only the knowledge of law but
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also expertise in other fields, including technical. At the same time, a weak
protection of IPR in business matters can have a negative impact on the
national economy’s attractiveness to investors and competitiveness. In view
of this, it would seem advisable to continue the search for additional guar-
antees of fair justice — the system that would enable judges to quickly and
effectively resolve the complex disputes in a continuously changing techno-
logical environment.

As has been noted earlier, the global trend is to have specialized courts
adjudicate on IPR dispues, although different countries handle these mat-
ters differently, depending on the specifics of local legislative frameworks
and economic and social development [de Werra J., 2016: 17]. The crucial
question in the debate about the need for specialized IPR courts is enhanc-
ing the efficiency of the application of law in the area of IP. An analysis
of the case law of the IPR Court and the Moscow City Court shows that
the specialization brings good results although this is only the first stage.
Creating a system that would produce a consistent case law without sepa-
ration by the subject matter (an IP court) or by the parties and procedure
(Moscow City Court) [7] would appreciably strengthen the effectiveness
of protection of IPR in a rapidly changing technological landscape in the
RF in the 21* century. According to different estimates, IP can account for
25-30% of the GDP and this share has a tendency to grow.

Developing a system of specialized IPR courts can probably promote
the growth of effectiveness of the application of IPR law. So, what are the
issues that need to be addressed when considering the prospect of creating
of a single special court for IPR disputes?

It should be kept in mind that the mission of specialized IPR courts
is to ensure an accessible, equitable and efficient mechanism for resolv-
ing disputes involving infringements of copyright and related rights — this
system requires highly competent judges possessing, in addition to other
things, a good knowledge of high technology.

The question of training and selecting judges is therefore one of the
most important ones: it is essential for such judges to be competent in other
fields besides law in general, and they should also be afforded opportunities
of ongoing learning, which would keep them abreast of quickly occurring
changes in IP law and national and international case law in this area.

The subject matter jurisdiction of these courts needs to be defined — for
instance, in some jurisdictions IPR courts handle not only IP disputes but
anti-monopoly cases as well. Procedures for appealing these courts” deci-
sions should be in place as well.
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The current legislation, as it seems, allows for the establishment of spe-
cialized courts within the system of courts of general jurisdiction: this fol-
lows from Art.4 of federal constitutional law No. 1-FKZ (Dec.31, 1996)
“On the Court System of the Russian Federation” (amended version) [Or-
lova V.V. et al. 2007: 67].

For instance, the RF could establish specialized courts to resolve cases,
in their capacity as the first-instance court, involving IPR and digital tech-
nologies. Such courts could be arranged along the same regional lines as
the system of general jurisdiction courts of appeal and courts of cassation.
Such specialized courts could each cover a group of regions.

Speaking about international experience, one should take notice of the dis-
trict courts in Belgium specializing in IP disputes, as well as the High Courts
of Korea, set up in Seoul, Busan, Daegu, Daejon, and Gwangju[Adjudicating
Intellectual Property Disputes:2016]].

The IPR Court could become the forum for appeals against rulings of
these courts, whereas the IP and digital technologies panel of the RF’s Su-
preme Court could function as the court of cassation.
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